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DETAILED ACTION 

1. This is response to the applicant's communication filed on 07/14/08, wherein: 

Claims 5-6, 25-26 have been cancelled. 

Claims 1 and 21 have been amended; 

Claims 1-4, 7-24, 27-36 are currently pending; 
The amended claim 1 is as follow: 

1 . A method for processing at least one digital image to provide a photofinishing 
product to a user, comprising: 

receiving at least one digital image located on a physical medium provided by the 

user; 

responsive to a user request, offering to the user at least one operator-definable 
package of photofinishing products; 

receiving an input specifying at least one package selected by the user; and 
providing a photofinishing product to file user in accordance with the specified package, 
wherein the package of photofinishing products includes a second physical medium 
onto which the digital image is transferred. 

Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 1-20, are reject under 35 U.S.C. 101 based on Supreme Court 
precedent, and recent Federal Circuit decisions, the Office's guidance to examiners is 
that a § 101 process must (1 ) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials). 
Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 
(1978); Gottschalkv. Benson, 409 U.S. 63, 70(1972). If neither of these requirements 
is met by the claim, the method is not a patent eligible process under §101 and is non- 
statutory subject matter. With respect to claims 1-20, the claim language does not 
transform the underlying subject matter and the process is not tied to another statutory 
class. For instance in claim 1 , the process steps of "receiving a digital image, offering 
the package of photofinishing products, receiving the package, and providing a 
photofinishing products in accordance with the specified package" is not tied to another 
statutory class, such as an apparatus, and thus, the claims are directed to nonstatutory 
subject matter. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 1-4, 7-24, 27-36 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 , step (b), recites the limitation "a user". It's not clear whether this is a 
new or other user or the same user as in step (a)? If this refers to a "new user", then 
what happens to the previous user of step (a)? 

Claim 1 , step (d), recites the limitation "providing a photofinishing product to the 
user in accordance with the specified package, wherein the package of photofinishing 
products includes a second physical medium onto which the digital image is 
transferred'. It is unclear to the examiner either this step is done manually or 
electronically. Therefore, the 101 rejection is given as stated above. If the step is done 
electronically, then it is unclear how the package of photofinishing products is provided 
to the user includes a second physical medium using the digital or electronic system. 

Claim 21 is a system claim, which recites the last limitation "an operator interface 
operatively associated with the controller for selectively defining at least one package of 
photofinishing products to be offered to the user, wherein the package of photofinishing 
products includes a second physical medium onto which the digital image is 
transferred'. It is unclear how a second physical medium is included in the package of 
photofinishing products when this package is displayed and offer to the user by an 
operator interface (or a screen display). 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1-36 are rejected under 35 U.S.C. 102(e) as being anticipated by Parulski 
(US Patent No. 6,915,273). 

Regarding claim 1, Parulski discloses a method for processing at least one 
digital image to provide a photofinishing product to a user, comprising: 

a) receiving at least one digital image located on a physical medium provided by 
the user 

{see col. 11, lines 62-67; col. 12, lines 1-5; figures 1A-B, 6 and 7, step (117)... 
user uploads digital images from removable memory card (330) to the fulfillment center 
(40) through network channel (36)}; 

b) responsive to a user request, offering to the user at least one operator- 
definable package of photofinishing products 

{see col. 6, lines 31-45; and figure 2, steps (106 and 110) and figures 3-4, ... a 
menu of photo products for customization such as printed sizes, matte style, frame are 
available to customer to select...}; 



Application/Control Number: 10/784,545 Page 6 

Art Unit: 3689 

c) receiving an input specifying at least one package selected by the user [... 
user selects a menu of customizable features such as printed sizes; col. 6, lines 39-45 
and figure 2, steps (1 08, 112)]; and 

d) providing a photofinish ing product to the user in accordance with the specified 
package 

{see col. 9, lines 6-1 1 ; figure 2, steps (1 1 8-1 24), photo product is delivered to the 
customer}, 

wherein the package of photofinishing products includes a second physical 
medium {see figure 1B (photo product (66), custom album (62), frames (68), figure 2 
(steps 1 1 8-1 24), figures 3-5; col. 8, lines 8, lines 40-67, col. 9, lines 6-1 1 , discuses 
about the delivering the package of photofinishing products includes a second physical 
such as the custom album and framed print}. As for the further (potential) feature about 
the 2 nd physical medium of "onto which the digital image is transferred', this is not 
positively recited and is interpreted as "being capable of. The physical medium of the 
reference is capable of this feature. If applicant wants to claim the step of "transferring 
the digital image" into the 2 nd physical medium, then this phrase has to be used. 

Regarding claim 2, Parulski discloses the package of photofinishing products 
includes a photographic print of the digital image provided in predetermined quantities 
and at least one predetermined size [figures 3-4]. 

Regarding claim 3, Parulski discloses the package of photofinishing products 
includes a photographic print of the digital image provided in predetermined quantities 
for each of a plurality of predetermined sizes [figures 3-4]. 
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Regarding claim 4, Parulski discloses the package of photofinish ing products 
further includes a price for said package [figure 2, step (106)]. 

Regarding claim 7, Parulski discloses said second physical medium is a CD- 
ROM [...input digital image from a CD-Rom disc; see col. 4, lines 61-63]. 

Regarding claim 8, Paulski discloses receiving at least one digital 
image includes the step of receiving a plurality of digital images located on the physical 
medium [...user uploads digital images from removable memory card (330) to the 
network services provider; col. 1 1 , lines 62-67; col. 12, lines 1-5; figures 6 and 7, step 
(117)] 

and further comprising the step of receiving from the user a second input 
identifying at least one of the digital images to be embodied in the photofinishing 
product [...user can also select preferred colors, messages or images for the custom 
album cover; col. 8, lines 40-43]. 

Regarding claim 9, Parulski discloses the step of displaying the digital 
images prior to the step of receiving the second input from the user [...after the digital 
images are uploaded, the user can also select preferred colors, messages or images for 
the custom album cover; col. 8, lines 25-28; col. 40-43 and figure 2, step (118)]. 

Regarding claim 10, Parulski discloses the step of receiving an input from the 
user specifying at least one enhancement to the digital image [...customized graphics, 
text or image templates (col. 2, line 62); colors and logo; (col. 8, lines 40-43)]. 
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Regarding claim 11, Parulski discloses said enhancement is selected from the 
group consisting of brightness, contrast and retouching [...customized graphics, text or 
image templates (col. 2, line 62); colors; (col. 8, lines 40-43)]. 

Regarding claim 12, Parulski discloses the step of receiving from the operator an 
input defining the predetermined quantities and the predetermined size of the package 
[...receiving the product information such as album the page size; col. 7, lines 57-66 
and figure 5]. 

Regarding claim 13, Parulski discloses said input is received at least in part via a 
touch screen display [...touchscreen display 84; col. 4, lines 53-54; and figure 1A]. 

Regarding claim 14, Parulski discloses said input is received at least in part via a 
keyboard [...keyboard 16; figure 1A]. 

Regarding claim 15, Parulski discloses said input is received over a 
communications network [...network service provider 30; col. 3, lines 56-59 and figure 
1A-B]. 

Regarding claim 16, Parulski discloses said inputs are received at least in part 
via a touch screen display [...touchscreen display 84; col. 4, lines 53-54; and figure 1A]. 

Regarding claim 17, Parulski discloses said inputs are received at least in part 
via a keyboard [...keyboard 16; figure 1A]. 

Regarding claim 18, Parulski discloses inputs are received over a 
communications network [...network service provider 30; col. 3, lines 56-59 and figure 
1A-B]. 
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Regarding claim 19, Parulski discloses wherein the offering step is performed via 
a graphical user interface displayed on a monitor [...a menu of customizable features of 
photo product is displayed on monitor 14 or touchscreen display 84 for customer select; 
col. 6, lines 39-39-43 and figure 1A]. 

Regarding claim 20, Parulski discloses the step of scanning at least one 
photographic image to produce said at least one digital image [...scanner 94; col. 4, 
lines 57-59 and figure 1A]. 

Regarding claim 21, Parulski discloses a digital photofinishing system, 
comprising: 

a digital image reader for receiving a physical medium on which at least one 
digital image is located [...card reader 96; col. lines 65-67 and figure 1A]; 

a digital image processor for producing an output image from the digital image 
located on the physical medium [...CPU mother board 82; col. 4, lines 45-49 and figure 
1A]; 

an image output device for embodying the output image in an output medium 
[...color hardcopy printer 54; col. 5, lines 46-48 and figure 1B]; 

a monitor for displaying the output image and offering to a user at least one 
operator-definable package of photofinishing products [...touchscreen display 84; col. 4, 
lines 53-54 and figure 1A]; 

a controller operatively associated with the digital image reader, the digital image 
processor, the image output device and the monitor [...fulfillment center (40) 
communicates with home computer system (10) or retails kiosk 80 to perform the steps 
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of selecting, configuring, purchasing and shipping a photo product (60); see col. 3, lines 
56-61; col. 5, lines 7-10; and figures 1A-1B]; 

an operator interface operatively associated with the controller for selectively 
defining at least one package of photofinishing products to be offered to the user 
[...touchscreen display (84) in retails kiosk (80) or home computers system (10) for user 
to selecting the type of photo product to purchase; figures 1 A-B], 

wherein the package of photofinishing products includes a second physical 
medium {{see figure 1B (photo product (66), custom album (62), frames (68), figure 2 
(steps 1 1 8-1 24), figures 3-5; col. 8, lines 8, lines 40-67, col. 9, lines 6-1 1 , discuses 
about the delivering the package of photofinishing products includes a second physical 
such as the custom album and framed print}. As for the further (potential) feature about 
the 2 nd physical medium of "onto which the digital image is transferred", this is not 
positively recited and is interpreted as "being capable of. The physical medium of the 
reference is capable of this feature. 

Regarding claim 22, Parulski discloses the package of photofinishing products 
includes a photographic print of the digital image provided in predetermined quantities 
and at least one predetermined size [figures 3-4]. 

Regarding claim 23, Parulski discloses the package of photofinishing products 
includes a photographic print of the digital image provided in predetermined quantities 
for each of a plurality of predetermined sizes [figures 3-4]. 

Regarding claim 24, Parulski discloses the package of photofinishing products 
further includes a price for said package [figure 2, step (106)]. 
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Regarding claim 27, Parulski discloses said second physical medium is a CD- 
ROM [...input digital image from a CD-Rom disc; see col. 4, lines 61-63]. 

Regarding claim 28, Parulski discloses said image output device comprises a 
printer [...color hardcopy printer 54; col. 5, lines 46-48 and figure 1B]. 

Regarding claim 29, Parulski discloses a user interface for receiving an input 
from the user specifying at least one enhancement to the digital image [...a menu of 
customizable features of photo product is displayed on monitor 14 or touchscreen 
display 84 for customer select; col. 6, lines 39-39-43 and figure 1 A]. 

Regarding claim 30, Parulski discloses said enhancement is selected from the 
group consisting of brightness, contrast and retouching [...customized graphics, text or 
image templates (col. 2, line 62); colors; (col. 8, lines 40-43)]. 

Regarding claim 31, Parulski discloses said operator interface further serves as 
a user interface for receiving an input from the user specifying at least one 
enhancement to the digital image [...customized graphics, text or image templates (col. 
2, line 62); colors and logo; (col. 8, lines 40-43)]. 

Regarding claim 32, Parulski discloses said operator interface comprises a touch 
screen display [...touchscreen display 84; col. 4, lines 53-54; and figure 1A]. 

Regarding claim 33, Parulski discloses said operator interface comprises a 
keyboard [...keyboard 16; figure 1A]. 

Regarding claim 34, Parulski discloses said user interface and said operator 
interface comprise a common touch screen display [...touchscreen display 84; col. 4, 
lines 53-54; and figure 1A]. 
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Regarding claim 35, Parulski discloses said user interface and said operator 
interface comprise a common keyboard [...keyboard 16; figure 1A]. 

Regarding claim 36, Parulski discloses a scanner for scanning a photographic 
image to produce a digital image to be processed by the digital image processor 
[...scanner 94; col. 4, lines 57-59 and figure 1A]. 

Response to Arguments 

8. Applicant's arguments filed 07/1 4/08 have been fully considered but they are not 
persuasive. 

1 . Applicant's comment that Parulski does not disclose "providing a 
photofinishing product to the user in accordance with the specified package, wherein 
the package of photofinishing products includes a second physical medium onto which 
the digital image is transferred". The Examiner respectfully disagrees. Parulski 
discloses providing a photofinishing product to the user in accordance with the specified 
package {see col. 9, lines 6-1 1 ; figure 2, steps (1 1 8-1 24), photo product is delivered to 
the customer}, wherein the package of photofinishing products includes a second 
physical medium {see figure 1B (photo product (66), custom album (62), frames (68), 
figure 2 (steps 1 1 8-1 24), figures 3-5; col. 8, lines 8, lines 40-67, col. 9, lines 6-1 1 , 
discuses about the delivering the package of photofinishing products includes a second 
physical such as the custom album and framed print}. As for the reason stated above, 
Parulski discloses providing the photofinishing product to the customer in accordance 
with the specified package, and the package includes a physical medium. 
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Note: As for the further (potential) feature about the 2 nd physical medium of "onto 
which the digital image is transferred", this is not positively recited and is interpreted as 
"being capable of. The physical medium of the reference is capable of this feature. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thuy-Vi Nguyen whose telephone number is 571-270- 
1614. The examiner can normally be reached on Monday through Thursday from 8:30 
A.M to 6:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on 571-272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
IT. N./ 

Examiner, Art Unit 3689 
/Janice A. Mooneyham/ 
Supervisory Patent Examiner, Art Unit 3689 



